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In light of eponymous online training session held for FTMC on 17th November
2020, present document summarizes main guidelines when performing a prior-
art search.

Whenever an idea is generated, it sounds relevant to check how unique the concept of creation is.



In case of commercial prospects, it is important to investigate the allowable use thereof.

Further, considering the idea appears to be rather disruptive, or represents significant improvement
as compared to the art, the question may be whether or not the idea should be protected, and if so,
which kind of protection may be appropriate.

How to search for patents and patent applications?

The following databases publicly and freely available, can for example be used:

e https://worldwide.espacenet.com/ recommended for worldwide searching

e https://www.uspto.gov/ to be used for searching US patent references

e https://www.wipo.int/portal/en/ useful when looking for international patent applications
e https://www.google.com/?tbm=pts full text searching feasible

Why searching for prior-art?
Does my invention exist already?

To check whether or not the invention exists already, hence find out the novelty of the invention,
the state-of-the-art or so-called prior-art, i.e. patents and patent applications as well as non-patent
literature including other information publicly available, can be searched for.

Can I freely use my idea?

To check whether or not the idea can be freely used, hence find out the freedom of use or so-called
freedom-to-operate, existing patent rights can be investigated, e.g. using the Espacenet database
as mentioned above. Patent rights are national/regional rights, and therefore the search can for
example be limited to those countries where the idea potentially is to be used or commercialized.
Patent rights are valid for maximum 20 years, and hence the search can be restricted in timeframe,
only considering the past 20 years. The patent search can focused on the content using keywords
and/or classifications (IPC and/or CPC).

Maybe I consider filing a patent?



In case patent protection would sound relevant for your invention, the minimum requirements for
patenting should be checked: novelty, inventive step and industrial applicability. Novelty is related to
all or not existing prior-art, whereas inventive step being related to the (technical) challenge involved
to arrive at your invention. Industrial applicability can be related to the aspects of practicality and the
creation in practice (not only in theory) of your invention; for example a time machine not being
feasible. It is noted that the invention is rendering a technical solution for a technical problem.

Having fulfilled the patentability requirements, you may consider whether or not it is appropriate to
file a patent application. The decision to patent or not to patent may be based on one or more
reasons. Under the umbrella of an IP policy, and/or overall IP strategy a possible flow may be
determined for the decision process of patent filing.

What is the outcome of prior-art searching?

Whenever performing a prior-art search, the following possible outcome may result:

e Freedom-to-operate assessment: based on the search results found, it may be concluded that
there appears to be sufficient freedom-to-operate

e Patentability analysis: based on the search results found, the invention seems to be patentable

e Technology landscaping: with the search results found, interesting information has come to
surface of the (potential) competition

How to achieve freedom-to-operate?

Following actions can be taken in case freedom-to-operate is disputable, and needs to be achieved:

e Stop

e Invent or design around

e Buy in rights — license in

e Sell the idea — license out
e Cross-license

e Litigate / invalidate — court



Patent (application) structure

First page: Bibliographic data — Abstract

Text part: Field — Background — Aim — Summary — Description/Embodiments — Claims
Drawings

Search report e.g. in case of EP/PCT patent application

Publication numbers of patents and patent applications may have letter A (possibly A1, A2) in general
in case of applications, or letter B (possibly B1, B2) for indicating granted patents, as extension.

How to search on Espacenet?

For quick searching, the ‘Smart search’ tool of Espacenet can be used. In case for example a specific
patent number or a known applicant’s name can be entered, it may be convenient to choose this way
of searching.

However, in general, for more detailed or in depth searching, the ‘Advanced search’ tool will be
selected for use.
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It is recommended to use the worldwide version of Espacenet, for searching patents and patent
applications all over the world. Particularly in case of a patentability search, this is required while
anything that is anywhere in the world publicly available can be novelty destroying.

In order to direct the search towards a specific subject, domain or theme, keywords and/or
classifications can be entered as search terms. Rather by entering keywords in the field of ‘Title and
abstract’ than in the field of 'Title’, the search can be focused on a particular topic, in broadest sense,
by making use of truncated words with an * (allowing for any possible extensions of those words),
including logical AND/OR/NOT can be applied. Further broadening the search can be achieved for
instance by using (truncated) synonyms for the (truncated) words chosen.

The technical fields of all respective inventions appearing in patents and patent applications, are
categorized and inventoried in standardly known and commonly used classifications. While using
Espacenet, either IPC (International Patent Classification) or CPC (Cooperative Patent Classification)
can be given in the provided fields. Such classification can be known for example from a known patent
reference, or else can be searched for by means of the ‘Classification search’ tool of Espacenet.
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As illustrated below, by simply entering some keywords, possible applicable classifications are

suggested.
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In view of a freedom-to-operate assessment in particular, geographical area or jurisdiction and
maximum lifespan of the patents are important to consider. Focusing for instance on only US and EP
market to commercialize a new product, it may be sufficient to check active patent rights in US and
EP only for avoiding potential conflicts, and therefore enter ‘US or EP’ in the ‘Publication number’ field.
In order to limit patent search results to only those of maximum 20 years old, the timespan
'2000:2020" can be entered in the field of ‘Publication date’

Whenever the patent portfolio of one or more applicants is requested, the field of ‘Applicant(s)’ can
be used, wherein (part) of the name(s) of applicant(s) can be entered.
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Similarly, one or more persons’ names (or part thereof) of inventors can be entered in the field of
‘Inventor(s)’.

Patent information to be found on Espacenet

The example is given that when searching on ‘valstybinis’ as Applicant, the patent portfolio of FTMC
can be retrieved. As a result, approximately 44 results are found in the Espacenet database.

One of the results is entitled ‘"METHOD FOR FORMATION OF ELECTRO-CONDUCTIVE TRACES ON
POLYMERIC ARTICLE SURFACE’ for a US patent application, being part of a patent family having next
to the US, corresponding European (EP), Chinese (CN), Japanese (JP), Korean (KR), Lithuanian (LT)
and international (PCT) patent references.

When selecting the EP patent family member by means of browsing and clicking the EP number
‘EP3512980 (A1)’ in the ‘Also published as’ of the 'Bibliographic data’ page, the page as illustrated
below is viewed.

On the left of that page, a gray menu is given wherein the following can be chosen: Bibliographic
data, Description, Claims, Mosaics, Original document, Cited documents, Citing documents, INPADOC
legal status, and INPADOC patent family. Current selection of this menu, being ‘Bibliographic data’ is
highlighted.

When selecting ‘Description’ in the menu, the entire text of the patent reference is shown in its original
language. A patent translate button is provided to generate a machine translation is the selected
language. Similarly, when ‘Claims’ is selected, the claims of the patent reference are shown and can
be machine translated in case wanted. When ‘Mosaics’ being selected, the drawings of the patent
reference are depicted.

Pdf-version of the original document, i.e. patent (application) publication, can be viewed and
subsequently downloaded by selecting ‘Original document’ in the menu.

Patent citations, either referring to the patent reference in particular, or else being referral for the
patent reference, can be shown by selecting ‘Citing documents’ or ‘Cited documents’ respectively.

Further, legal status can be given in brief by means of 'INPADOC legal status’. However, to have an
accurate knowledge and more detailed information regarding the legal status of the patent reference,
it recommended to view the ‘Global Dossier’ or ‘EP Register’ both being indicated on the "Bibliographic
data’ page.
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When selecting ‘INPADOC patent family’ the entire patent family including all patent family members
is shown.



Concluding notes

The public domain is huge, and hence something similar or alike, is probably there, to be found.
Please note that you are not the only inventor in the world.

Search and find, and iterate this process to get the routine.

When scanning the IPR field, active and potential market players may come to surface. Please
remember that patent database results are not always 100% match with what is known from the
market. It may be that early stage initiatives or start-ups only become visible in the patent database.

Good luck!

Enjoy your own prior-art search!



